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A5. 502 PROCEDURES FOR | NVENTI ON | DENTI FI CATI ON, DI SCLOSURE AND REPORTS
UNDER EXTRAMURAL CONTRACT PATENT CLAUSES

1. Pur pose.

Extramural contracts and grants usually contain patent clauses
relating to the respective rights or options available to the parties
in respect to inventions devel oped thereunder. If a contract or grant
contains such a clause, it is essential that the Principal

| nvestigator be thoroughly famliar therewith, and conply pronptly
with the procedural requirenments relating to invention identification,
tinmely disclosure and reporting; otherw se the patent rights avail able
to the University, and the continuing contract or grant relationship
bet ween the contracting agency and the University may be placed in

| eopar dy.

2. oj ect i ve.
The general procedures outlined bel ow should be followed to assure

uniformty and responsiveness in the handling of such inventions. As
used herein the words "contract" also refers to "grant".

3. Applicability.

These procedures apply to all inventions conceived and/or devel oped
under extranural funding.

4. Pr ocedur e.

The Principal Investigator (P.1.) shall maintain | aboratory notebooks
or equi pnment records as are reasonably necessary to docunent the
conception and/or the first actual reduction to practice of

i nventions, and to show that the procedures for identifying and

di scl osing inventions are foll owed. These records shall be avail able
upon request of the funding agency, or the University and their duly
appoi nted representatives.
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A The P. 1. shall furnish the funding agency through the Ofice of
Research Adm ni stration
(1) A conplete technical disclosure for such invention within
the period specified in the contract, usually within six (6)
nont hs after conception or first actual reduction to
practice, which ever occurs first in the course of the
contract but in any event prior to any sale, public use, or
publication of such invention. The disclosure shall identify
the contract and inventor(s), and be sufficiently conplete
in technical detail, and appropriately illustrated by
diagramto convey a cl ear understandi ng of the purpose, and
physi cal, chem cal, biological, or electrical
characteristics of the invention;
(2) Interimreports, as required in the contract [usually at

(3)

(4)

(5)

(6)

| east every twelve (12) nonths from date of contract]; a
formsimlar to the attached Exhibit A or the appropriate
form specified by the fundi ng agency, may be used for this
purpose. It should |list inventions during that period and
certify that all inventions have been disclosed, or that
there are no inventions;

A final report, as required in the contract [usually within
three (3) nonths after conpletion of the work]; Exhibit A,
or the appropriate agency form may be used for this

pur pose.

As required by OMB Crcular A-124, the Ofice of Research
Adm nistration will disclose each subject invention to the
Federal agency (when the project is federally funded) within
two nonths after the inventor discloses it in witing to the
Pat ent and Copyright Committee.

The Patent and Copyright Conmttee will recommend to the
Chancellor who wll elect in witing whether or not to
retain title to any such invention by notifying the Federal
agency funding the project within twelve nonths of

di scl osure to the Committee.

The University will file its initial patent application
within the tine limts specified in OVMB-C rcul ar A-124.

B. In every subcontract initiated by the P. |I. under a prine
contract containing a patent rights clause, the University shal


Available Links

Report of Invention and Subcontracts

apm/a500/acafforms/a5502inv.pdf
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include the prime contract patent clause in order to notify the
subcontractor of the rights retained by the prinme contracting
agency in inventions resulting fromthe conduct of experinental,
devel opnental, or research work by the subcontractor, and that

t he subcontractor is bound thereby. (The University Procurenent
and Property Managenent O fice has appropriate general conditions
for this purpose, and routinely attaches themto all subcontracts
under extranurally funded contracts.)

(1) The University is required under nost prinme contracts
containing a patent rights clause to notify the prine
contractor pronptly in witing of the award of each
subcontract; the P. 1. shall identify the subcontractor, the
prime contract and the applicable patent rights clause, the
nature of the work to be perforned, date of award, and
estimated conpletion and submt the sane via the Ofice of
Research Adm nistration to the prime contractor on Exhi bit
A, or the appropriate agency form upon conpletion of the
subcontract, a report thereof shall be submtted on the
final report required by A(3), supra.

(2) Al invention disclosures, reports, and other information
requi red of subcontractor under the patent rights clause may
be submtted to the University for transm ssion by the P. 1|.
through the Ofice of Research Admnistration to the prine
contractor.

(3) In the event of a refusal by a subcontractor to accept such
cl ause, the University and the P. I. shall pronptly notify
the prime contracting agency setting forth the reasons for
subcontractors refusal and shall await witten authorization
bef ore proceeding with the subcontract.

(4) The funding agency is a third party beneficiary of any
subcontract clause granting rights to the funding agency in
inventions; the University under such clause usually
automatically assigns to the agency all rights University
woul d have to enforce the subcontractor's obligations for
the benefit of the agency with respect to such inventions.
Therefore, University would not norrmally be obligated to
enforce the subcontractor's agreenent relating to its
obligations to the funding agency.

Al'l books (including | aboratory notebooks), records, docunents,
and ot her supporting data relating to the invention(s) shall be
retained for the period specified in the contract [usually three
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(3) years following final paynent], to permt the fundi ng agency
to exam ne such records, and to determ ne conpliance with the
requi renents of the contract.

All rights in an invention may be forfeited to the fundi ng agency
if the above requirenents are not conplied wth; however, such
forfeiture shall not apply if it can be established that the
failure to disclose did not result fromthe fault or negligence
of the University.

Fi nal paynent under a contract may be wthheld for failure of the
University to maintain appropriate records, and deliver to the
fundi ng agency all of the required disclosures and final reports.

Each faculty and staff nenber engaged in research is subject to
and bound by the above reporting requirenents, as well as
conditions relating to determ nation of the rights of the funding
agency, and the University in inventions or publishable materials
vis-a-vis the Inventor or Author which are specified in Board of
Regents Byl aws and Policies, Section 5-3(f), which also appear in
Appendi x H of the Faculty Handbook.

A guide to faculty on Inventions and Patents is available in the

Ofice of Research Adm nistration


borp/borpch5.pdf
Available Links

Reference to BOR Bylaws and Policies Section 5
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